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CERTIFICAT E OF FACSIMILE TRANSI T Igsirnj 

I hereby certify thai this correspondence is being transmitted by facsimile to fax 
winter 571-273-4300 to tif^S. Patent ylfn^Ba^ Office on September 2J. 




Signed: 

PRE- APPEAL BRIEF REQ> 

Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Applicant requests review of the final rejection in the above-identified application. No 
amendments are being filed with this request. 

This request is being filed with a Notice of Appeal. 
The review is requested for the reasons stated below. 

The major issue involving this matter is the definition of the term "fixed orifice" as used 
in the claims. The Examiner has provided no prior ait that teaches or suggests the claims as 
interpreted using Applicant's definition of the term "fixed orifice." As such, it appears that the 
claims would be allowable over the prior art if Applicant's definition were accepted. 

The Applicant's definition is based on what one of ordinary skill in the art would 
understand the term to mean after having reviewed the specification. In addition to pointing out 
that the Applicant's definition is consistent with the specification, Applicant has also provided 
evidence in the form of a declaration of one of ordinary skill in the art attesting to the meaning of 
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the term in the context of the patent application. By relying both on what one of ordinary skill in 
the art would understand the term to mean, and what the specification indicates the term should 
mean, the Applicant's definition complies with the rules regarding claim interpretation defined in 
M.P.E.P.2111. 

M.P.E.P. 21 1 1 states that "[d]uring patent examination, the pending claims must be given 
their broadest reasonable interpretation consistent with the specification." (emphasis added). It 
then goes on to state that "(t]he broadest reasonable interpretation of the claims must also be 
consistent with the interpretation that those skilled in the art would reach," (emphasis added). 

The Examiner's definition, however, is based solely on a definition in a general collegiate 
dictionary. The Examiner makes no effort to determine the meaning of the term to one of 
ordinary skill in the art, and instead jumps right to the meaning of the term to those unskilled in 
the art. The Examiner also makes no effort to determine whether the selected definition is 
consistent with or rebutted by statements in the specification. This position is contrary to the 
rules regarding claim interpretation defined in MJP.E.P. 2111. Additionally, the examiner claims 
that the dictionary provides a definition of "fixed orifice," however the definition provided by 
the examiner only defines orifice. While the dictionary may define both "fixed" and "orifice", 
the term "fixed orifice" is a term of art with specific meaning to those of ordinary skill in the art 
Therefore, it is in appropriate to break the term into component parts and define each part 
individually, then combine the definition, as the Examiner is apparently attempting. 

Those of ordinary skill in the art recognize that the term "fixed orifice" in the context of 
the patent application means "a fixed flat plate body, containing a precision fixed geometry." 
more particularly, a "fixed orifice" is different from a "tube restrictor". Evidence of this 
difference is provided in the declaration of Dean Larson, which is of record in the patent file. 

Applicant recognizes that during prosecution terms in claims are to be given their 
broadest reasonable interpretation. However, M.P.E.P. 21 1 1.01 provides that in order to be 
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"reasonable", this interpretation must be one that is understood by those of ordinary skill in the 
art and also must be consistent with the usage of the term in the specification. M.P.E.P. 21 11 .01 
does not permit the Examiner to ignore the specification and ignore the understanding of those of 
ordinary skill in the art 

As an analogy, assume a claim in a patent included a software program executable on a 
computer, the software including "a driver". The term "driver" can have many meanings, 
including a type of golf club, and a person who operates a moving vehicle. However, one of 
ordinary skill in the art recognizes that the usage in the claim, in light of a specification 
describing a software driver, would mean "software that allows a hardware component to 
operate". Despite the fact that a collegiate dictionary provided definitions based on a golf club 
and a person that operates a moving vehicle, it would not be appropriate for an Examiner to 
select a definition that was so broad to include such objects. Such an interpretation would not be 
reasonable as it ignores what one of ordinary skill in the art Cm the example, the software arts) 
understands by the term. 

Furthermore, in the present case, the specification uses the term "fixed orifice" in a way 
that is consistent with the Applicant's proposed definition and in such a way that is inconsistent 
with the Examiner's overbroad definition. The specification indicates that a fixed orifice's 
purpose is to provide a specific resistance. The Examiner's definition is so broad as to allow an 
opening that provides no resistance at all, or a variable resistance, and thus is contrary to the 
usage of the term in the patent application. 

The Examiner further argues that the Shinozuka reference teaches a "fixed orifice." In a 
prior amendment, the Applicant pointed out that the iris valve referred to in Shinozuka is 
variable, not fixed, In response to this argument, the Examiner states: "because Shinozuka's 
'variable orifice' iris vale has the capacity of operating as a 'fixed orifice', by setting its opening 
area and maintaining it constant, then Shinozuka's 'variable orifice' iris valve is capable of 
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performing the intended use and thus provides a 'fixed orifice.'" Applicant respectfully 
disagrees. Merely because a variable orifice can be placed in one position for a long time, it does 
not change the orifice into a fixed orifice. Rather, a variable orifice is one whose internal size is 
capable of being changed, while a fixed orifice is one whose internal size is not capable of being 
changed. Shinozuka's iris valve can alter its internal size in order to change air flow, and as such 
is not fixed. A fixed orifice, as provided by Applicant's definition, must provide a specific 
resistance, not many different resistances based upon the whim of the operator. 

Lastly, the Office Action then argues that Shinozuka's "variable orifice" should be 
treated as reading upon a "fixed orifice" because "[w]hen the structure recited in the references is 
substantially identical to that of the claims, claimed properties or functions are presumed to be 
inherent. MPEP 21 12.01." Applicant respectfully submits that the Examiner has misapplied this 
section of the MPEP. Indeed, items which are structurally equivalent are presumed to have the 
same functions and/or properties. However, in this case the structures are quite different. In 
once instance, the structure is capable altering its internal size when in another instance it is not 
capable of altering its internal size. The fact that a variable orifice could be placed into a s ingl e 
position and kept there reflects a potential functional equivalence between the structures, but not 
a structural one. In other words, while the iris valve may be capable of being substituted for a 
fixed orifice, that does not make it an identical structure. As such, M.P.EJP. 21 12.02 is 
misapplied in this instance. 

In light of these facts, it is requested mat Applicant's definition of the term "fixed orifice" 
be adopted as it is the definition known to those of ordinary skill in the art and is consistent with 
the specification. Likewise, it is requested that the Examiner's definition be rejected as it does 
not comply with the interpretation requirements of M.P.E.P. 211 1 . 
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I am the attorney or agent acting under 37 CFR 1 .34 



P.O. Box 70250 
Oakland, CA 94612-0250 
650-961-8300 



Respectfully submitted, 

BE ¥ WEAVER & THOMAS, LLP 



Marc S. Hanish 
Attorney of Recond 
Reg. No. 42,626 



5 



PAGE 8/8 * RCVD AT 9/22/2006 1:50:25 PM [Eastern Daylight Time] ' SVR:USPT0-EFXRF-3/1 1 * DNIS:2738300 * CS1D:16S09618301 * DURATION (mm-ss):02-12 



SEP. 22. 2006 9:56AM 16509618301 



NO. 330 P. 1 



Beyer Weaver& Thomas, hp sep 2 2 200s 



INTELLECTUAL PROPERTY LAW 

590 W. £1 Camino Real, Mountain View, CA 94040 
Telephone: (650) 961-8300 Facsimile: (650) 961-8301 
' www.b6verlaw.CQTn 

FACSIMILE COVER SHEET 

September 2l 2006 

Receiver: Examiner Rudy Zervigon 
Art Unit 1763 

TEL#: 

FAX#: 571-573-8300 

Sender: Mare S. Hanish, Reg. No. 42,626 

Re: Application No. 10/685,739 

Attorney Docket No. LAM1P167X2/P1066X2 

Pages Including Cover Sheet(s): 13 

MESSAGE : 

Enclosed: 

Notice of Appeal (2 pgs.) 

Pre-Applea Brief Request for Review (5 pgs.) 



CONFIDT&NTTAT.rrY NOTE 
The information contained in this facsimile (FAX) message is legally privileged and confidential information mtended 
oXZSLTot Sceiveror firm named above. If the reader of this message is not me intended receiver, you are 
^^££SZ^££u* or copy of this FAX is sMctly Paired If you ^^ed** 
FAX in error, please immediately notify the sender ax the telephone number proved above and return the ongmal 
message to the sender at the address above via the United States Post al Service. Thank you. = 

PAGE 1/8 * RCVD AT 9/22^006 1:50:25 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-3/11 * DNIS:2738300 * CSID:16509618301 ^DURATION (mm-ss):02-12 



